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Office Action Summary 


Application No. Applicant(s) 

09/084.542 Vite et al. 


Bruck Kifle 


Art Unit 


1624 


- The MAILING DATE of this communication a 


Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). 

ailing date of this 


the cover sheet with the correspondence address - 
MONTH(S) FROM 


t, how. 

after SIX (6) MONTHS from the 
If the period for reply specified above is less than thirty (30) days, a reply within the statutory 
be considered timely. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the 


ay a reply be timely filed 
of thirty (30) days will 

liling date, of this 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) 53 Responsive to communication(s) filed on Oct 29, 2001 . 

2a) □ This action is FINAL. 2b) 53 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) 53 Claim(s) 1-4, 7, 8, and 14-58 is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 53 Claim(s) 1-4, 7, 8, and 14-58 is/are rejected. 

7) D Claim(s) 

8) D Claims 


_ is/are objected to. 


_ are subject to restriction and/or election requirement. 


Application Papers 

9)D The specification is objected to by the Examiner. 
10)D The drawing(s) filed on 


is/are objected to by the Examiner. 
is: a)D approved b)D disapproved. 


1 1 )□ The proposed drawing correction filed on 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 


Attachment(s) 

15) □ Notice of References Cited (PTO-892I 

16) Q Notice of Draftspersons Patent Drawing Review (PTO-948) 

17) 53 Information Disclosure Statement(s) (PTO-1449) Paper No(s). 


181 □ Interview Summary (PTO-413) Paper No(s|. 

1 9) □ Notice of Informs! Patent Application (PTO-1 52) 

20) □ Other: 


PTO-326 (Rev. 9-00) 


Office Action Summary 


Part of Paper No. 20 


• 


Application/Control Number: 09/084,542 


Page 2 


Art Unit: 1624 


Request for Continued Examination 


A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.1 14. Applicant's submission filed on 10/29/01 has been entered. 

Claims 1-4, 7, 8 and 14-58 are pending in this application. 


Claims 1-4, 7, 8 and 14-58 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

i) The term "substituted" without saying which substituents are intended is indefinite. One skilled 
in the art cannot say which substituents are permitted and which ones are not. 

ii) In the definition of B, and B 2 , the phrase "when B, is H and Y is OH, H, they can form a six- 
membered ring ketal or acetal" is unclear. The variable B, is not permitted to be H, but is 
required to be H by this phrase. 

iii) In the group G, is a saturated or unsaturated ring system intended? 

iv) The term "cycloa!kyl"is indefinite because it is not known how many atoms make up the ring 
and what kind of a ring is intended (monocyclic, bicyclic, spiro, fused, bridged, saturated, etc.). 


Claim Rejections - 35 USC § 112 
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v) At the end of claim 1 the phrase "and pharmaceutical^ acceptable salts thereof and ...etc." 
should be written using proper Markush language using "or" to place them in the alternative 
form. 

vi) In claim 39 it is unclear which additional anti-cancer agent is intended. Applicants are also 
advised that compounds, corresponding compositions, a method of use and a process of making 
that are of the same scope are considered to form a single inventive concept. Claims 39-42 are 
not so linked as to form a single inventive concept. 

There is a proviso present at the end of claim 1. If this proviso is present to avoid prior art 
rejections, Applicants are urgently requested to point to these compounds in the prior art because 
the disclosure of these compounds is material to the examination of this case. Homologues, 
analogues, ring position isomers, etc. of the excluded compounds would render the instant claims 
obvious. 

Applicants are advised that a complete search was not done in this application due to the 
breadth of formula V. Several experts were consulted and hundreds of dollars were spent but the 
entire scope of claim 1 was deemed unsearchable and has created an undue burden to the Office. 
In response to this office action Applicant is required under 35 U.S.C. 121 to elect a single 
disclosed species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
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be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Bruck Kifle whose telephone number is (703) 305-4484. 

The fax phone number for this Group is (703) 308-4556 or (703) 305-3592. Any inquiry 
of a general nature or relating to the status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (703) 308-1235. 


November 30, 2001 



Bruck Kifle 
Primary Examiner 
Art Unit 1624 


